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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on November 1, 2007 has been entered. 

2. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 1 03(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1-16 and 18-32 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The added limitation to independent claims 1 and 20 concerning the plurality 
of different lubricating oil compositions having a phosphorous content at or below 0.08 wt.% and 
a sulfur content below 0.2 wt.% is new matter because nowhere in the specification, as originally 
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filed, is it taught that each of the different lubricating oil compositions in the library each have 
these levels of phosphorous and sulfur therein. The only place in the specification where the 
phosphorous and sulfur content of lubricating oil compositions is mentioned is on page 2 where 
it is described how the U.S. Military Standards MIL-L-46152E and the ILSAC Standards defined 
by the Japanese and U.S. Automobile Industry Association have proposed that the phosphorous 
content be lowered to 0.08 wt% by January 2004 and below 0.05 wt.% by January 2006, and that 
the sulfur content be lowered to below 0.2 wt.% by January 2006. However, there is no . 
indication in the specification that the lubricating oil compositions actually present in the 
combinatorial library have these low levels of phosphorus and sulfur, especially since the 
standards set forth by the Japanese and U.S. Automobile Industry Association are only proposals, 
not actual laws to be enforced. In addition, since this application was filed on October 3 1 , 2003 
before the dates mentioned by the standards of the Japanese and U.S. Automobile Industry 
Association on page 2 of the specification (i.e. January 2004 and January 2006), there is no 
presumption that the lubricating oil compositions in the combinatorial library of the instant 
application filed before January 2004 and January 2006 have a phosphorous content of at or 
below 0.08 wt.% and a sulfur content below 0.2 wt.%, as now recited in the claims. For these 
reasons, claims 1-16 and 18-32 contain new matter not supported by the specification as 
originally filed. 

5. Claims 1-16 and 18-35 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 1 is indefinite since it recites a combinatorial lubricating oil composition library 
only comprising property data for a plurality of different lubricating oil compositions without 
positively reciting the different lubricating oil compositions themselves as a component of the 
library. In order for the data to make proper sense in terms of a "combinatorial library" , the 
different lubricating oil compositions must be positively recited as a component of the library. 
Therefore, it is requested that claim 1 be amended by deleting the phrase "lubricating oil 
composition property data for" on line 2, and at the end of the claim, inserting the phrase --, and 
lubricating oil composition property data for said plurality of different lubricating oil 
compositions— after the period. See this same problem in independent claim 33. 

On line 3 of claim 34, the phrase "the piston ring" lacks antecedent basis. On line 4 of 
claim 34, the phrases "the piston" and "the upper dead center" lack antecedent basis. On lines 4- 
5 of claim 34, the phrase "the force of the fuel combustion explosion" lacks antecedent basis. 
Claim 34 is indefinite since it is not clear what process is being referred to as the "extreme wear 
condition". 

On lines 3-4 of claim 35, the phrase "the piston rings and cylinder wall" lacks antecedent 
basis. On line 4 of claim 35, the phrases "the piston" and "the stroke" lack antecedent basis. 
Claim 35 is indefinite since it is not clear what process is being referred to as the "hydrodynamic 
lubricant condition". 

6. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1 5 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

7. Claims 20 and 22-23 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1, 13-14 and 21 of 
copending Application No. 10/699,510. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because both sets of claims recite a method for 
producing a combinatorial library of different lubricating oil compositions by combining a major 
amount of a base oil of lubricating viscosity with a minor amount of an oil additive to form a 
plurality of lubricating oil composition samples, and placing the samples in a plurality of test 
reservoirs. In addition, both sets of claims recite analyzing the lubricating oil composition 
samples for property data. Since the same type of lubricating oil compositions (i.e. engine oils, 
marine oils, etc) are included in the combinatorial library of this application and application 
serial no. 10/699,510, it is presumed that the phosphorous and sulfur content of the compositions 
in both applications are the same. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

8. Claims 20 and 22-30 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-2, 13-18, 20-22 and 33- 
38 of copending Application No. 10/699,507. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both sets of claims recite a method for 
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producing and screening lubricating oil additive compositions comprising the steps of providing 
a plurality of lubricating oil additive compositions, each containing a major amount of a base oil 
of lubricating viscosity and a minor amount of an oil additive, measuring composition property 
data such as the storage stability of the samples, and outputting the results. Since the same type 
of lubricating oil compositions (i.e. engine oils, marine oils, etc) are included in the 
combinatorial library of this application and application serial no. 10/699,507, it is presumed that 
the phosphorous and sulfur content of the compositions in both applications are the same. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

9. Claims 20, 22-24 and 26-30 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-3 and 10-14 
of copending Application No. 10/699,508. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both sets of claims recite a method for 
producing and screening lubricating oil additive compositions comprising the steps of providing 
a plurality of lubricating oil additive compositions, each containing a major amount of a base oil 
of lubricating viscosity and a minor amount of an oil additive, measuring composition property 
data such as the oxidation stability of the samples, and outputting the results. Since the same 
type of lubricating oil compositions (i.e. engine oils, marine oils, etc) are included in the 
combinatorial library of this application and application serial no. 10/699,508, it is presumed that 
the phosphorous and sulfur content of the compositions in both applications are the same. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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10. Claims 1, 17-18 and 33 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 34 of copending 
Application No. 10/779,422. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because both sets of claims recite a combinatorial lubricating 
oil composition library comprising a plurality of different lubricating oil compositions, each 
containing a major amount of a base oil of lubricating viscosity and a minor amount of an oil 
additive, and property data of the compositions such as deposit formation. Since the same type 
of lubricating oil compositions (i.e. engine oils, marine oils, etc) are included in the 
combinatorial library of this application and application serial no. 10/779,422, it is presumed that 
the property data in the libraries of both applications are the same. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

1 1 . Applicant's arguments filed November 1 , 2007 have been fully considered but they are 
not persuasive. 

The previous provisional rejections of the claims under the judicially created doctrine of 
obviousness-type double patenting made in the Office action mailed on September 5, 2007 are 
maintained since Applicants have not sufficiently amended the claims nor, filed the appropriate 
terminal disclaimers in order to overcome these rejections. 

The previous rejection of the claims under 35 USC 102 as being anticipated by Kolosov 
et al, and the previous rejections of the claims under 35 USC 103 as being obvious over Kolosov 
et al or over Kolosov et al in view of Smrcka et al have been withdrawn in view of Applicants' 
amendments to the claims. However, as noted above, the amended claims are now rejected 
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under 35 USC 1 12, first paragraph for the inclusion of new matter therein. If the new matter 
were to be deleted in a further amendment by Applicants, the rejections under 35 USC 102 and 
35 USC 103 would be reinstituted since the claims, without the inclusion of the new matter 
material concerning the content of phosphorous and sulfur in the lubricating oil compositions, 
are properly rejectable over Kolosov et al and Smrcka et al for the reasons of record in the Office 
action mailed on September 5, 2007. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maureen M. Wallenhorst whose telephone number is 571-272- 
1266. The examiner can normally be reached on Monday-Thursday from 6:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden, can be reached on 571-272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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